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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Registration No. 3,139,215
lssued: September 5, 2006

JOHN E. HUGHES, JR.

Petitioner, Canceliation No. 92047226
VS.

HERCULINKS CORPORATION

Registrant.

PETITONER'S RESPONSE TO REGISTRANT’S MOTION TO DISMISS

Statement of Facts

The basic facts of this case are straightforward and not in dispute. On February 1,
2008, Petitioner filed U.S. Serial Nos. 78/804,334 and 78/804,683. Both applications
were filed under Section 1(b)(intent to use) and seek registration of the marks FAT
COBRA CONDOMS and PHAT COBRA CONDOMS, respectively, for use in
connection with condoms. See Exhibit A.

Ten days later, Registrant filed a Section 1(a)(use) application seeking
registration of the mark COBRA CONDOMS! in connection with retail store and mail
order services featuring condoms, adult sexual products, adult movies, personal
fubricants and novelty items. See Exhibit B. On September &5, 2006, Registrant was
granted the now disputed registration No. 3,139,215. Registrant claimed a date of first
use for its registered mark of February 8, 2006; a first use date it has now reiterated and

confirmed in its motion. See Motion to Dismiss at §] 8.



Further, in co-pending Opposition ‘No. 91175742 (a proceeding initiated by the
Registrant opposing the registration of Petitioner's above mentioned mark(s)), the
Registrant agreed that a likelihood of confusion existed between Petitioner's mark(s)
and the registered mark. Specifically, to quote the Registrant, "Herculinks Corporation
have a original signed legal document dated March 29, 2008 from the applicant of Phat
Cobra Condoms and Fat Cobra Condom stating that our use of Cobra Condoms!® will
confuse consumers and | fully agree.” See Opposition No. 91175742 - Notice of
Opposition filed Feb. 19, 2007 (emphasis added).

Petitioner’s arguments follow.

ARGUMENT

The thrust of Registrant’'s motion is that there is no likelihood of confusion
between its registered mark and Petitioner's mark(s). That argument, of course, is
patently false. Indeed, it is directly contradicted by Registrant’s ongoing Opposition to
Petitioner's mark(s) and the Registrant’'s own admission therein that the parties “fully
agree” that confusion exists as to the marks at issue. See also Motion to Dismiss at ] 8.
Therefore, ample evidence exists to support Petitioner's claim that a likelihood of
confusion exist between the marks.

Concerning priority, it is undisputed that the February 1, 2006 filing date of
Petitioner's pending applications predates both the filing date and dates of first use for
the registered mark. Therefore, subject only to Petitioner’s filing of a Statement of Use,
Petitioner's mark(s) will have a priority date that clearly and unquestionably predates
the priority dates for the registered mark. See 15 U.S.C. 1057(c). Accordingly, at

worst, this matter should be stayed (and not dismissed) until such time as Petitioner

files its Statement of Use.
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Conclusion
Registrant has set forth absolutely no substantive legal or factual basis to
support the dismissal of the Petition for Cancellation. Therefore, for all of the above

reasons, Petitioner requests that the Registrant’'s motion to dismiss be DENIED. Such

action is respectfully requested.

Respectfully submitted,

By. /s/Mark D. Schneider
Mark D. Schneider
GIFFORD KRASS, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.
P.O. Box 7021
Troy, Michigan 48007-7021
(248) 647-6000
(248) 647-5210

Aftomeys for Petitioner
Dated: April 23, 2007

La2



CERTIFICATE OF MAILING

| hereby certify that the foregoing PETITIONIONER'S RESPONSE TO
REGISTRANT'S MOTION TO DISMISS was electronically filed with the TTAB on this
23rd day of April, 2007.

/siMark D. Schneider

Mark D. Schneider

GIFFORD KRASS, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.
P.O. Box 7021

Troy, Michigan 48007-7021

(248) 647-6000

(248) 647-5210 — Facsimile

CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing PETITIONER'S
RESPONSE TO REGISTRANT'S MOTION TO DISMISS was served upon:

Marcus Rogan
HERCULINKS CORPORATION
P.O. Box 5894
Colorado Springs, CO 80931

via First Class mail, postage prepaid, on this 23rd day of April, 2007.

/siMark D. Schneider

Mark D. Schneider

GIFFORD KRASS, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.
P.O. Box 7021

Troy, Michigan 48007-7021

(248) 647-6000

(248) 647-5210 — Facsimile
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EXHIBIT A



Trademark/Service Mark Application, Principal Register

TEAS Plus Application

ferial Number: 78804334
*iling Date: 02/01/2006

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)” appears where the field is only mandatory under
the facts gf the partienlar application.

The table below presents the data as entered.

TEAS Plus ' YES

MARK INFORMATION

*MARK Fat cobra condom
*STANDARD CHARACTERS YES
USPTO-GENERATED IMAGE YES

LITERAL ELEMENT Fat cobra condom

The mark consists of standard characters, without claim to any particular

*MARK STATEM
K STATEMENT font, style, size, or color.

APPLICANT ]NFORMA'I“‘I ON

“*DWNER OF MARK. Hughes, John, E. Ir.
"STREET 14250 Lenmore
"CITY Belleville

*STATE

Reguired for ULS. applicants)

"COUNTRY

'ZIP/POSTAL CODE

Reguired for U.S. applicants only) 481] .

'HONE 734«697 8750
AN 734-695-4443
MAIL ADDRESS absv1j@msn.com
WUTHORIZED TO COMMUNICATE VIA EMAIL Yes

EGAL ENTITY INFORMATION
TYPE INDIVIDUAL

COUNTRY OF CITIZENSHIP United States

»O0DS AND/OR SERVICES AND BASIS INFORMATION



*INTERNATIONAL CLASS

*DESCRITTION

*FILING BASIS

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
{if applicable)

*TRANSLITERATIGN
(if appticable)

*CLAIMED PRIOR REGISTRATION
{if applicable)

*CONSENT (NAME/LIKENESS)
(if applicable)

*CONCURRENT USE CLAIM
{if spplicable)

CORRESPONDENCE INFORMATION

*NAME

*STREEY

*OITY

* STATE
(Required for .5, applicants)

" COUNTRY

* ZIP/POSTAL CODE
(Reguired for U.S, applicanis only)

PTHONE

F AN

" EMAIL ADDRESS

AUTHORIZED TO COMMUNICATE VIA EMAIL

FEE INF ORMATI O‘\I

NLIMBER OF CLASSES

‘EE PER CLASS

OTAL FEE DUE
SIGNATURE INFORMATION

SIGNATURE

SIGNATORY NaME

GNATORY POSITION

SIGNATURE DATE

"H_.ING I’\TFOR]\IATX{)N SEC'{’IO‘\¥

010

Condoms

SECTION 1(b)

Hughes, John, E. Ir.
14250 Lenmors

Belleville

734 697 8790

734-699-4443
absvij@msn.com

Yes

I —_
-~
th

j3% ]
-~
w

fohn E Hughes Jr/
Joha E Hughes Jr
Owner

G2/01/2006




SUBMIT DATE Wed Feb 61 13:47:36 EST 2006

USPTO/FTK-68.41.251.84-20
060201134736006123-788043
TEAS STAMP 34-300eeB6b7aleeedBdf34db
73c51e98ca7335-CC-1721-200
60261133431595753

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serinl Number: 78804334
Filing Date: 02/01/2006
"o the Commissioner for Trademarks:
AARK: Fat cobra condom (Standard Characters, see mark)
‘he literal element of the mark consists of Fat cobra condom, The mark consists of standard characters, without claim to any particutar font, style,
ize, or color.

e applicant, John, E. Ir. Hughes, a citizen of United States, residing at 14250 Lenmore, Belleville, Michigan, United States, 48111, requests
zgistration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register established
y the Act of July 5, 1946 {15 U.S.C. Section 1031 et seq.), as amended.

‘or specific iling basis information for each item, you must view the display within the Input Table.
International Class 310; Condoms

" the applicant is filing under Section }(D), intent to use, the applicant deciares that it has a bona fide intention to use or use through the applicant's
:lated company or licensee the mark in commerce on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(b), as
mended.

“the applicant is filing under Section 1{a), actual use in commerce, the applicant declares that it is using the mark in commerce, or the applicant's
:lated company or licensee is using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section
031(x), as amended.

"the applicant is filing under Section 44(d), priority based on fareign application, the applicant declares that it has a bona fide intention to use the
itk in commerce on or in connection with the identified goods and/or services, and asserts a claim of priority based on a specified foreign
plication(s), 13 U.S.C. Section 1126(d), as amended.

‘the applicant is filing under Section 44(¢), foreign registration, the applicant declares that it kas a bona fide intention to use the mark in commerce
1 or in connection with the identified goods and/or services, and submmits 4 copy of the supporting foreign registration{s), and translation thergof, if
propriaie. 13 U, S.C. Section 1126(e), as amended.
he USPTO is authorized to communicate with the applicant or its representative at the following email address: absv1j@msn.com.

fee payment in the amount of $275 will be submitted with the application, representing payment for 1 class(es).

Declaration

e undersigned, being hereby warned that willful false statements and the like so made are punishable by fine or imprisonment, or both, under 18
.5.C. Section 1001, and that such willful false statements, and the like, may jeopardize the validity of the application or any resulting registration,

clares that he/she is properly autharized to exectne this application on behalf of the applicant; he/she believes the applicant to be the owner of the
demark/service mark sought to be registered, or, if the application is being filed under 15 U.S.C. Section 1031(b}, he/she believes applicant to be



mtitled to use such mark in commerce; to the best of his/her knowledge and belief ne other person, firm, corporation, or association has the Tight 10
1s¢ the mark in eommerce, either in the identical form thereof or in such near resembiance thereto as to be likely, when used on or int connection
vith the poods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and that all statements made of his‘her own
mowledge are true; and that all statements made on information and belief are believed 1o be true,

dignature: /Joha E Hughes )i/ Date: 62/01/2006
signatory's Name; John E Hughes Jr
signatory's Position: Owner
Jdailing Address:
Hughes, John, E. Jr.
14250 Lenmore
Bellevilie, Michipan 48111

LAM Sale Number; 1721
1AM Accounting Date: 02/01/2006

werial Number: 78804334

nternet Transmission Date: Wed Feb 0F $13:47:36 EST 2006
‘EAS Stamp: USFTO/FTIK-68.41.251 .84-20060201 134736006
33-78804334-300e286b7aleea09d34db73c5]
9aca755-CC-1721-20060201133431395753



Trademark/Service Mark Application, Principal Register

serial Number: 78804683
#iling Date: 02/01/2006

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable) " appears where the fleld is guly mandarory under

TEAS Plus Application

the facts of the particular application.

The table below presents the data as entered.

TLEAS Plus

MARK INFORMATION

*MARK

YES

Phat cobra condoms

“STANDARD CHARACTERS

YES

USPTO-GENERATED IMAGE

YES

LITERAL ELEMENT

Phat cobra condoms

*MARK STATEMENT

APPLICANT INFORMA?ION

*OWNER OF MARK

The mark consists of standard characters, without claim to any particular
font, style, size, or color.

Hughes, fohn E. Jr.

*STREET

14230 Lenmeore

*CiTY

*STATE
{Required for U.S. applicants)

"COUNTRY

*Z1P/POSTAL CODE
{Required for ULS. applicants only)

MHONE

Belleville

734 697 8790

FAX

734-699-7030

EMAIL ADDRESS

absvlj@msn.com

AUTHORIZED TO COMMUNICATE VIA EMALL
LEGAL ENTITY INFORMATION

"TYTE

Yes

INDIVIDUAL

" COUNTRY OF CITIZENSHIP

United States

GOODS AND/OR SERVICES AND BASIS INFORMATION



*INTERNATIONAL CLASS

010

DESCRIFTION

Condoms

*FILING BASIS

SECTION I{b}

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)

*TRANSLITERATION
(if applicable)

*CLAIMED PRIOR REGISTRATION
{if applicable)

*CONSENT (NAME/LIKENESS)
(if applizable)

*CONCURRENT USE CLAIM
(if upplicable)

CORRESPONDENCE INFORMATION

"NAME

Hughes, John E. Jr.

*STREET

14250 Lenmore

*CiTY

» STATE
{Required for U.S. applicants)

= COUNTRY

* ZIP/FOSTAL CODE
(Required for U.S, applicants only)

PHONE

Belleville

734-697 8790

FAX

734-699-7050

* EMALL ADDRESS

absvij@msn.com

*AUTHORIZED TO COMMUNICATE VIA EMAIL
FEE H\ITORMATION

NUMBER OF CLASSES

Yes

FEE PER CLASS

1
-1
tn

TOTAL FEE DUE
SIGNATURE INFORMATION

* BIGNATURE

]
-1
w

flohn E. Hughes Jr./

* BIGNATORY NAME

Joha E. Hughes Ir.

SIGNATORY POSITION

owner

" BIGNATURE DATE

FHJ‘\'G II\FOR’VIATION SLCTiOI\

02/G1/2006




SUBMIT DATE Wed Feb 01 17:01:35 EST 20056

USPTO/FTK-68.41.251,84-20
060201170155644918-788046
TEAS STAMP 83-30071bce58dd618b450des
cbf809d9a63335-ET-346-2006

G201165101768270

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 78804683
Filing Date: 02/01/2006
"o the Commissioner for Trademarks:
MARK: Phat cobra condoms (Standard Characters, see mark)

“he literal element of the mark consists of Phat cobra condoms. The mark consists of standard characters, without claim to any particular font, style
ize, or color.

s

“he applicant, Jobn E. Jr. Hughes, a citizen of United States, residing at 14250 Lenmare, Belleville, Michigan, United States, 48111, reguests
egistration of the trademark/service marlk identified above in the United States Patent and Trademark Office on the Principal Register established
y the Act of July 5, 1946 (13 U.S.C. Section 1651 et seq.), as amended,

‘or specific filing basis information for each item, you must view the display within the Input Table,
International Class 010: Condoms

[the applicant is filing under Section 1(b), intent to use, the applicant declares that it has a bona fide intention to use or use through the applicant's
zlated company or licensee the mark in commerce on or in connection with the identified goods andfor services, I35 U.S.C. Section 1051(h), as
mended.

[ the applicant is filing under Section 1{a), actual use in commerce, the applicant declares that it is using the mark in commerce, or the applicant's
:lated company or licensee is using the mark in commerce, on or in connection with the identified goods and/or services. 13 1J.5.C. Section
051{a), as amended.

"the applicant is filing under Section 44(d), priority based on foreign application, the applicant declares that it has a bona fide intention to use the
ark in comimerce on or in connection with the identified goods and/or services, and asserts a claim of priority based on a specified foreign
rplication(s). 13 U.S.C. Section 1126(d), as amended.

“the applicant is filing under Section 44(e}, foreign registration, the applicant declares that it has a bona fide intention to use the mark in commerce
1 or in connection with the identified goods and/or services, and submits a copy of the supporting foreign registration(s), and franslation thersof, iT
spropriate. 13 Y. 8.C. Section [126(e), as amended.
he USPTO is authorized to communicate with the applicant or its representative at the following email address: absvij@msn.com.

fee payment in the amount of $275 will be submitted with the application, representing payment for 1 class(es).

Declaration

he undersigned, being hereby warned that wiilful false statements and the like so made are punishable by fine or imprisonment, or both, under 18
.S.C. Section 1001, and that such willful false statements, and the like, may jeopardize the validity of the application or any resuiting registration,

clares that he/she is prepetly authorized to execute this application on behalf of the applicant; he/she believes the applicant to be the owner of the
demark/service mark sought to be registered, or, if the application is being filed under 15 U.S.C. Section 103 I{B), he/she believes applicant to be



:ntitled to use such mark in commerce; to the best of his/her knowledge and belief ne other person, firm, corporation, or association has the i ght to
1se the mark in commerce, either in the identical farm thereof or in such near resemblance thereto as to be likely, when used oo or in connection
with the goeds/services of such other person, to cause confusion, or to cause mistake, or to deceive; and that all statements made of his/her own
mowledge are true; and that all statements made on information and belief are believed to be true,

Signature: [John E. Hughes Jr/ Date: 02/01/2006
Signatory's Name: John E, Hughes Jr,
signatory’s Position: owner
viailing Address:
Hughes, JIohn E. Ir,
14250 Lenmore
Belleville, Michigan 48111

1AM Sale Number: 546
1AM Accounting Date: 02/02/2006

ierisl Number: 78804683

aternet Transmission Date: Wed Feb 01 17:01:35 EST 2006
"EAS Stamp: USPTO/FTK-68.41.251.84-20060201 170155644
 B-78804683-30071bce58dd618b450de5chiB0
1d9a6335-ET-546-20060201165101768270



Phat cobra condoms



EXHIBIT B



Trademark/Service Mark Application, Principal Register

Serial Number: 78812102
Filing Date: 02/10/2006

The table below presents the data as entered.

: - ;

TARK SECTION

IARK Cobra Condoms!
TANDARD CHARACTERS YES
SPTO-GENFRATED IMAGE YES

ITERAL ELEMENT Cobra Condoms!

The mark consists of standard characters, without claim 1o any

IARK STATEMENT particular font, style, size, or color.

YWNER SECTION

AME Rogan, Marcus

TREET PO BOX 5894

Y Colorado Springs

TATE Colorado

{PPOSTAL CODE 0931

DUNTRY United States

HONE 716-382-4188

MAILL HerculinksEnt@aol.com
UTHORIZED EMAIL COMMUNICATION Yes

EGAL ENTITY SECTION

PR INDIVIDUAL

OUNTRY OF CITIZENSHIP United States

O0ODS AND/OR SERVICES SECTHON

TERNATIONAL CLASS 035
Retail store and mail order services featuring condoms, aduli
CRIPTION sexual products, aduit movies, personal lubricants and novelty
items.
LING BASIS Section I(a)
FIRST USE ANYWHERE DATE At least as carly as 02/08/2006
FIRST USE IN COMMERCE DATE At feast ag carly as 02/08/2006

e GTICRSEXPORTTIMAGEQUT?
SPECIMEN FILE NAMES) (7880121788 12102 'xml AP PO003 JPG




SPECIMEN DESCRIPTHON

A snapshot of the CobraCondoms.com retail store using the
"Cobra Condoms!" trademark.

{DDITIONAL STATEMENTS SECTION

ISCLAIMER

No claim is made to the exclusive right to use Condoms apart
from the mark as shown.

RIOR REGISTRATION(S)

A&)licum claims owncra"hi,}) of U.S. Registration Number{s)
2841651, 2043853, 2983424, and others,

JGNATURE SECTION

IGNATURE

Marcus Rogan/

IGNATORY NAME

Marcus Rogan

IGNATORY PATE 02/10/2006
IGNATORY POSITION Owner
'AYMENT SECTION

UMBER OF CLASSES !

UMBER OF €L ASSES PAID |

UBTOTAL AMOUNT 325

OTAL AMOUNT 325
AYMENT METHOD CC

'ORRESPONDENCE SECTION

AME Rogan, Marcus
TREET PO BOX 5894
ITY Colorado Springs
TATE Colorado

80931

IP/POSTAL CODE

OUNTRY

United States

VAL

HerculinksEnt(@aol.com

UTHORIZED EMAIL COMMUNICATION

Yes

TLING INFORMATION

JBMIT DATE

Fri Feb 10 13:37:29 EST 2006

EAS STAMP

USPTO/BAS-70335225]-20060
210133729206802-78812102-
200d28a39d4a4d3beal e8bd9a
3423764-CC-1725-20060210]
32124730141

Trademark/Service Mark Application, Principal Register

Serial Number: 78812162




Filing Date: 62/10/2006

> the Commissioner for Trademarks:

ARK: {Standard Characters, see mark)
e mark consists of standard characters, without claim to any particular font, style, size, or color.
w literal elemens of the mark consists of Cobra Condoms!.
e applicant, Marcus Rogan, a citizen of United States, residing at PO BOX 5894, Colorado Springs, Colorade, United States, 80931, requests
aistration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register established
the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended.
«¢ applicant, or the applicant's related company or licensee, is using the mark in commerce, and lists below the dates of use by the applicant. or
plicant's related company, licensee, or predecessor in interest, of the mark on or in connection with the identified goods and/or services. 15 U.S.
ction 1051(a), as amended.

International Class 035: Retail store and mail order services featuring condoms, aduit sexual products, adult movies, personal lubricanis and
velty ilems.
International Class 035, the mark was first used at least as early as 62/08/2006, and first used in commerce at Teast as early as 02/08/2006, and i.
w in use in such commerce. The applicant is submitting or will submit one specimen for each class showing the mark as used in commerce on ¢
connection with any item in the class of listed goods and/or services, consisting of a(n) A snapshot of the CobraCondoms.com retail store using
: "Cobra Condoms!" trademark..

Specimen - |
y claim is made to the exclusive right to use Condoms apart from the mark as shown,
splicant claims ownership of U.S, Registration Number{s) 2841651, 2943855, 2985424, and others.
e USPTO is authorized to communicate with the applicant or its representative ai the following email address: HerculinksEnti@aol.com.
fee payment in the amount of $325 will be submitted with the application, representing payment for 1 class{es).

Declaration

e undersigned, being hereby wamed that willful false statements and the like so made are punishable by fine or imprisonment, or both, under 1§
S.C. Section 1001, and that such wiliful false statements, and the like, may jeopardize the validity of the application or any resulting registration
ctares that he/she is properly authorized to execute this application on behalf of the applicant; he/she believes the applicant 1o be the owner of th
demark/service mark sought to be registercd, or, if the application is being filed under 15 U.S.C. Section 1051(b), he/she believes applicant to b
litled to use such mark in commerce; to the best of his‘her knowledge and belief no other person, finm, corporation, or association has the right t
2 the mark in commerce, either in the identical form thereof or in such near resermbiance thereto as to be likely, when used on or in connection
th the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and thar all staterments made of his/her own
owledge are true; and that all statements made on information and belief are believed to be true,
mature; /Marcus Rogan/ Date: 02/10/2006
matory's Name: Marcus Rogan
mnatory's Position: Owner
iling Address:

Rogan, Marcus

PO BOX 5894

Colorado Springs, Colorado 80931
WM Sale Number: 1725
M Accounting Date: 02/10/2006
rial Number: 78812102
emnet Transmission Date: Fri Feb 10 13:37:29 EST 2006
AS Stamp: USPTO/BAS-703352251-20060210133729206802
812102-200d28259d4a4d3beal eRbdY%a34237

CC-1725-20060210132124730141



Cobra Condoms!
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ADULT SHOPPIN

VIDEG ON DEMARD . REWHALS

This site containa gexually oriented adult material intended for individuals 18
years of age or older and of legal age to view 2sxually explicit materisl as
devermined by the local and national laws of the region in which you reside. If
You are not yet 18 or if vou are gocessing this sice frow any Countiy or region
where adult material iz prohibited by law, please click EXIT!

" 1. Al models are over cthe ags of 1%,
2. I am an adult, being at least 18721 {depending on individual
e BCAY laws regarding access to adult subiect matter) vesrs of adge,
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